The opinion in support of the decision being entered
today was not witten for publication and is not
precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte LEONARD T. KI NG

Appeal No. 1998-3054
Appl i cation 08/ 770, 888

ON BRI EF

Bef ore PAK, WARREN and OVENS, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge

DECI SI ON ON APPEAL

20

This is an appeal fromthe exanminer’s final rejection of

claim 10, which is the only claimremining in the

appl i cation.
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THE | NVENTI ON

The appel lant clainms a nethod for desuperheating steam
Claim 10 is as foll ows:

10. A nethod for desuperheating steam having an initial
anount of superheat |located within a cylindrically-shaped
conduit, said conduit having a longitudinal axis and circular
cross-section, said desuperheater providing for injecting
water droplets within a directionally noving stream of
super heated steam said desuperheater conprising a biscuit
which is aligned along said | ongitudinal axis, said biscuit
possessi ng an upstream face and downstream face and a
plurality of openings where wthin said openings are |ocated
m xi ng el enents which induce a rotational angular velocity to
t he superheated steam and water droplets passing therethrough,
sai d desuperheater being further characterized such that al
of said m xing elenments induce the sane rotational sign to
sai d superheated steam and wat er droplets passing
t her et hrough, said biscuit supporting a frustrumof a cone
emanating fromthe upstreamface thereof and aligned al ong
said longitudinal axis, a feed leg radially emanating fromthe
side wall of said conduit downstream of said frustrumwhich is
in fluid communication with a bore Iocated within said biscuit
al ong said longitudinal axis thereof, said nethod further
conpri ses passing a streamof water through said feed | eg and
bore located within said biscuit along said |ongitudinal axis
t hereof and di scharging said stream of water through said bore
in the formof water droplets in a direction counter to said
directionally noving stream of superheated steam and passi ng
sai d superheated steam and water droplets through said
plurality of openings and m xing elenents |ocated therein
wher eupon sai d conbi nati on of water droplets and superheated
Ssteam are caused to assune a rotational angular velocity
resulting in a dropping of the amount of superheat fromsaid
initial superheat anmount.
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THE REFERENCE
King et al. (King) 5,176, 448 Jan. 5,
1993

THE REJECTI ON

Claim 10 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over King in view of the appellant’s admtted
prior art on pages 1-2 of the specification.

OPI NI ON

W reverse the aforenentioned rejection.

The appel | ant acknow edges that the King apparatus can be
used to carry out the appellant’s clainmed nethod (brief, page
4). King states that his invention deals with a stationary
m Xi ng apparatus and a nmethod for using the apparatus for
m xing two or nore fluids (col. 5, lines 6-8), and that “[t]he
m xer of the present invention is uniquely designed to enhance

the mxing of a |low viscosity conponent such as a col orant or
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dye into a high viscosity fluid stream such as a polyner nelt”
(col. 1, lines 9-12).

The adm tted prior art relied upon by the examner is the
teaching that it was known in the art to inject water droplets
into a flow of superheated steamto desuperheat the steam

(answer, page 4).

The exam ner argues that King's statenent that his
apparatus is used for mxing two or nore fluids enconpasses
use of the apparatus for m xing steam and water, and that
because the apparatus is useful for desuperheating steam it
woul d have been prima facie obvious to one of ordinary skil
inthe art to use it for this purpose (answer, pages 4-5).

In order for a prima facie case of obviousness to be
established, the teachings fromthe prior art itself nust
appear to have suggested the clainmed subject matter to one of
ordinary skill in the art. See In re Rinehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the

prior art could be nodified as proposed by the exam ner is not
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sufficient to establish a prima facie case of obvi ousness.

See Inre Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783
(Fed. Gr. 1992). The exam ner nust explain why the prior art
woul d have suggested to one of ordinary skill in the art the
desirability of the nodification. See Fritch, 972 F.2d at
1266, 23 USPQ2d at 1783-84.

King teaches that his apparatus is uniquely designed to
enhance the mxing of a |low viscosity conponent such as a
colorant or dye into a high viscosity fluid stream such as a
polymer nelt (col. 1, lines 9-12), causes additive emanating
froma frustrumto be distributed as thin radial sheets,
t hereby producing a larger interfacial surface area between
the additive and the nmain conponent flow (col. 6, lines 11-
16), and provides an annul ar gap which enables a portion of
the main flowto travel through the annul ar gap outside and
around the biscuit and thereby prevent the downstream or
out put additive sheets fromcontacting the conduit sidewalls
(col. 6, lines 38-42).

King's disclosed use of the apparatus, therefore, is nuch

different than m xing water into superheated steam The
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exam ner relies upon the appellant’s adm ssion that it was
known to m x water into superheated steamto desuperheat it,
but has not established that one of ordinary skill in the art
woul d have consi dered a device which is capable of mxing two
or nore fluids but is uniquely designed for mxing a | ow
viscosity fluid into a high viscosity fluid such as a pol yner
melt, to be suitable for m xing water and steam The
notivation relied upon by the exam ner for using King's
apparatus to desuperheat steam cones solely fromthe
description of the appellant’s invention in the specification.
Thus, the exam ner used inperm ssible hindsight when rejecting
the clains. See WL. CGore & Associates v. Garlock, Inc., 721
F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Gr. 1983), cert.
denied, 469 U S. 851 (1984); In re Rothernel, 276 F.2d 393,
396, 125 USPQ 328, 331 (CCPA 1960). Accordingly, we reverse
the exam ner’s rejection.
DECI SI ON

The rejection of claim 10 under 35 U S.C. 8 103 over King

in view of the appellant’s admtted prior art on pages 1-2 of

the specification is reversed.
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REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge
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